
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O.BoxUSO 

Alexandria. Viisinia 223 13-1450 
www.uspto.gov 



JTS 



APPLICATION NO. | 


FILING DATE | 


FIRST NAMED INVENTOR 


1 ATTORNEY DOCKET NO. | 


CONFIRMATION NO. | 


10/027,154 


12/20/2001 


Timothy G J. Ehr 


29985/01-028 


1216 



4743 7590 12/16/2004 

MARSHALL, GERSTEIN & BORUN LLP 
6300 SEARS TOWER 
233 S. WACKER DRIVE 
CHICAGO, IL 60606 



EXAMINER 



FOREMAN, JONATHAN M 



ART UNIT 



PAPER NUMBER 



3736 

DATE MAILED: 12/16/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/027,154 


Applicant(s) U 

EHR ET AL 


Examiner 

Jonathan ML Foreman 


Art Unit 

3736 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) 13 Responsive to communication(s) filed on 08 November 2004 , 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is In condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) B Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) 8.9 and 20-30 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-7 and 10-19 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner, 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required If the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) n The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomi PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f), 
a)n All b)n Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17,2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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3) lEl Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PT0.152) 
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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election with traverse of Group I, Embodiment A and Embodiment 1 in the 
reply filed on 11/8/04 is acknowledged. The traversal is on the ground(s) that there is no serious 
burden on the examiner. This is not found persuasive because where there is no disclosure of 
relationship between species (see MPEP § 806.04(b)), they are independent inventions and election 
of one invention following a requirement for restriction is mandatory even though applicant 
disagrees with the examiner. There is a patentable difference between the species as claimed. See 
MPEP § 806.04(h). Since the claims are directed to independent inventions, restriction is proper 
pursuant to 35 U.S.C. 121, and it is not necessary to show a separate status in the art or separate 
classification. Election of species should not be required if the species claimed are considered 
clearly unpatentable (obvious) over each other. Applicant failed to submit evidence or identify such 
evidence now of record showing the species to be obvious variants or clearly admit on the record 
that this is the case the restriction is proper. The Examiner asserts that searching for the 
independent inventions of Embodiments A, B, C and 1 - 4 would provide a serious burden. For 
example, a search performed for a pressure monitoring system having an outer sheath with a single 
elongated slot is different from a search performed for an outer sheath having two lumens. 
Additionally, Applicant has asserted that claims 20 - 26 read on Embodiment A. However, claims 
20 - 26 are directed to Embodiment C shown in Figures 9 and 10. 

2. The requirement is still deemed proper and is therefore made FINAL. 

3. Claims 8, 9 and 20 - 30 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected Invention and species, tiiere being no allowable generic or 
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linking claim. Applicant timely traversed the restriction (election) requirement in the reply filed on 
11/8/04. 

Information Disclosure Statement 
The information disclosure statements filed 4/8/02, 6/12/03 arid 9/25/03 comply with the 
provisions of 37 CFR 1.97, 1.98 and MPEP § 609. The information disclosure statements have been 
placed in the application file, and the information referred to therein has been considered by the 
examiner as to the merits. 

Claim Objections 

4. Claim 16 is objected to because of the following informalities: Line 4 states, "at least two 
spaced apart openings". Line 6 states, "both openings". The Examiner suggests replacing "both 
openings" in line 6 with "said spaced apart openings" to improve clarity. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in 
the United States before the invention by the applicant for patent or (2) a patent granted on an application for patent 
by another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States and was 
published under Article 21 (2) of such treaty in the English language. 

6. Claims 1, 2, 4, 5, 10, 11, 13 and 15 - 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 4,168,703 to Kenigsberg. 

In regards to claims 1, 2, 4, 5, 10, 11, 13 and 15 - 17, Kenigsberg discloses an elongated tube 
(22) including an opening and a closed distal end (Col. 3, lines 22 - 24), the tube being received in a 
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tubular sheath (Col. 3, lines 18 - 20), the tubular sheath (12) having at least two spaced apart 
openings (20), the tube being slidable within the sheath to allow the opening of the tube to be 
aligned with the openings of the sheath (Col. 4, lines 57 - 64), the proximal end of the elongated 
tube is disposed outside of the proximal end of the sheath, the elongated tube comprises two 
markings (28), one of the markings being aligned with the proximal end of the tubular sheath when 
the opening of the elongated tube is aligned with one of the openings of the tubular sheath, the 
other of the markings being aligned with the proximal end of the tubular sheath when the opening 
of the elongated tube is aligned with the other opening of the sheath (Col. 3, lines 41 - 56), the 
proximal end of the elongated tube is connected to a pressure transducer (Col 3, lines 24 - 27). 

7. Claims 1, 2, 6, 10 and 11 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 5,396,897 to Jain et al. 

8. In regards to claims 1, 2, 6, 10 and 11, Jain et al. discloses an elongated tube (2) including an 
opening (8) and a closed distal end (5), the tube being received in a tubular sheath (1; Col. 6, lines 52 
- 53), the tubular sheath (1) having at least two spaced apart openings (3, 4), the tube being slidable 
within the sheath, the inside surface of the tubular sheath frictionally engages the outside surface of 
the elongated tube (Col. 6, lines 25 - 28), the proximal end of the elongated tube is connected to a 
pressure transducer (Col. 7, lines 20-27). 

9. Claims 1, 3, 6, 10 and 12 are rejected under 35 U.S.C 102(e) as being anticipated by U.S. 
Patent No. 6,358,229 to Tihon. 

In regards to claims 1, 3, 6, 10 and 12, Tihon discloses an elongated tube (28) including an 
opening (34), the tube being received in a tubular sheath (10; Col. 3, lines 30 - 33) having a closed 
distal end (Col. 3, lines 62 - 63), the tubular sheath (10) having at least two spaced apart openings 
(26, 44), the tube being slidable within the sheath, the inside surface of the tubular sheath frictionally 
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engages the outside surface of the elongated tube (Col. 3, line 66 - Col. 4, line 5) to prevent fluid 
communication between the inside surface of the sheath and the outside surface of the tube (Col. 3, 
line 66 - Col. 4, line 5). 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sougjit to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

11. Claims 16 - 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,396,897 to Jain et ai. in view of U.S. Patent No. 4,168,703 to Kenigsberg. 

In regards to claims 16 - 18, Jain et al. discloses an elongated tube (2) including an opening 
(8) and a closed distal end (5), the tube being received in a tubular sheath (1; Col. 6, lines 52 - 53), 
the tubular sheath (1) having at least two spaced apart openings (3, 4), the tube being slidable within 
the sheath, the inside surface of the tubular sheath frictionally engages the outside surface of the 
elongated tube (Col. 6, lines 25 - 28), the proximal end of the elongated tube is disposed outside of 
the proximal end of the sheath and is connected to a pressure transducer (Col 7, lines 20-27). Jain 
et al. discloses making multiple pressure measurements along the sstme path (Abstract). However, 
Jain et al. fails to disclose the elongated tube comprising two markings, one of the markings being 
aligned with the proximal end of the tubular sheath when the opening of the elongated tube is 
aligned with one of the openings of the tubular sheath, the other of the markings being aligned with 
the proximal end of the tubular sheath when the opening of the elongated tube is aligned with the 
other opening of the sheath. However, Kenigsberg discloses a pressure measuring device wherein 
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the elongated tube comprises two markings (28), one of the markings being aligned with the 
proximal end of the tubular sheath when the opening of the elongated tube is aligned with one of 
the openings of the tubular sheath, the other of the markings being aligned with the proximal end of 
the tubular sheath when the opening of the elongated tube is aligned with the other opening of the 
sheath (Col. 3, lines 41 - 56). It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the sheath as disclosed by Jain et al. to include more 
openings to allow for multiple measurements without disturbing the placement of the sheath and to 
modify the elongate tube as disclosed by Jain et al. to include the markings as taught by Kenigsberg 
to provide a user with an indication of the position of the tube within the sheath (Col. 3, lines 54 - 
56). 

12. Claims 7 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
U.S. Patent No. 4,168,703 to Kenigsberg as applied to claims 1 and 13 above, and further in view of 
U.S. Patent No. 6,259,938 to Zarychta et al. 

In regards to claims 7 and 14, Kenigsberg fails to disclose the sheath of the pressure 
monitoring device comprising a radiopaque marker at a distal end thereof. However, Zarychta et al. 
discloses a pressure monitoring device having comprising a sheath having a radiopaque marker at a 
distal, end thereof (Col. 4, lines 35 - 38). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the sheath as disclosed by Kenigsberg to 
include a radiopaque marker at a distal end as taught by Zarychta et al. in order to facilitate 
positioning of the sheath within the patient (Col. 4, lines 31 - 33). 

13. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,396,897 to Jain et al. in view of U.S. Patent No. 4,168,703 to Kenigsberg as applied to claiml6 
above, and further in view of U.S. Patent No. 6,259,938 to Zarychta et al. 
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In regards to claim 19, Jain et al. in view of Kenigsberg fails to disclose the sheath of the 
pressure monitoring device comprising a radiopaque marker at a distal end thereof. However, 
Zarychta et al. discloses a pressure monitoring device having comprising a sheath having a 
radiopaque marker at a distal end thereof (Col. 4, lines 35 - 38). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the sheath as disclosed 
by Jain et al. in view of Kenigsberg to include a radiopaque marker at a distal end as taught by 
Zarychta et al. in order to facilitate positioning of the sheath within the patient (Col. 4, lines 31 - 
33). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jonathan ML Foreman whose telephone number is (571)272-4724. The 
examiner can normally be reached on Monday - Friday 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, 
Max Hindenburg can be reached on (571)272-4726. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



